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REMARKS 

Claims 63-67 and 74-78 are pending and at issue. Claims 1-62, 68-73, 79, and 80 
have been canceled. Entry of the amendments presented herein is kindly requested. 

Claim 76 was objected to for having footnotes. The footnotes in claim 76 have been 
removed in this amendment. Therefore, withdrawal of this objection is requested. 

Claims 63-67 and 76-78 stand finally rejected as obvious over Chader et al. U.S. Patent 
No. 5,617,857 (hereinafter, "Chader") in view of Acker et al. U.S. Patent No. 6,453,190 
(hereinafter, "Acker") and further in view of Schulz U.S. Patent No. 5,622,179. Claims 74 and 
75 stand rejected as obvious over Chader in view of Acker, Cosman U.S. Patent No. 6,405,072, 
and Moctezuma U.S. Patent No. 6,306,126. 

For the reasons provided below, applicants traverse all of the pending rejections. 
Summary of Amendments and Support Therefor 

Claim 63 has been amended to incorporate the substance of dependent claim 68, and as 
such does not raise any new issues or require additional search by the examiner. Therefore, it is 
requested that the amendment to claim 63 be entered. 
Statement of Common Ownership 

The Moctezuma patent and the invention of claims 74 and 75 were subject to assignment 
to the same entity at the time the inventions of claims 74 and 75 were made. 

Further, as evidenced by the attached declaration of Dr. Karolin Steck, although the parent 
application of the present application, Serial No. 09/764,609, is assigned to "Howmedica 
Leibinger, Inc.," and the Moctezuma patent is assigned to "Stryker Leibinger GmbH & Co. KG," 
these two companies are in fact one and the same entity in that Stryker Leibinger GmbH & Co. 
KG is the successor in interest to Howmedica Leibinger, Inc. 
Specific Reasons for Traversal 

A. Claims 63-67 

The applied references do not disclose or suggest a surgery system as recited in claim 63, 
wherein the surgery system cycles successively through all of the smart instruments that are 
active and temporarily sets the number of LEDs to be activated on an unused active smart 
instrument to zero. It is alleged in the Office action that cycling of LEDs in Chader "would 
inherently require the LEDs on the particular instrument NOT being sensed to be OFF, meeting 
the limitation of claim 68 [now incorporated into claim 63]." O.A., at Pg. 6. The applicants 
respectfiiUy disagree that the cycling of LEDs in Chader meet the limitation of claim 68. In claim 
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68, the surgery system cycles through every instrument that is "active," but if an "active" 
instrument is not currently being used, i.e., is "unused," then the surgery system actually sets the 
number of LEDs to be activated on that "unused" but still "active" instrument to zero. Thus, the 
surgery system still cycles through the "unused active" instrument, but simply does not cycle 
through the LEDs on the "unused active" instrument. However, the surgery system could still 
cycle through other queries to the unused active instrument even though the surgery system does 
not cycle through the LEDs thereon. In this manner, the surgery system is still communicating 
with the "active" instrument that is currently "unused," but saves overall cycle time by not 
activating the LEDs on the "unused active" mstrument. This is fundamentally different from 
what is assumed as inherent in the Office action. Specifically, in claim 68, the LEDs are not 
simply off when they are not being sensed, but rather the system actually sends an instruction to 
"unused" but still "active" instruments to not fire any LEDs even when it is time for the surgery 
system to cycle through that particular instrument. None of the applied references disclose or 
suggest such a feature. Therefore, the rejection of claim 63, and claims 64-67 dependent thereon, 
should be whhdrawn. 

B. Claims 74 and 75 

With respect to each of independent claims 74 and 75, the rej ections thereof are based on 
combination with Moctezuma, which only applies as prior art, if all, under 35 USC § 102(e). 
However, Moctezuma and the invention of claims 74 and 75 were subject to assignment to the 
same entity at the time the inventions of claims 74 and 75 were made, and therefore, Moctezuma 
is not eligible for use in the 103(a) rejection of claims 74 and 75. These facts and the facts set 
forth above overcome the objections set forth at page 9 of the pending Office action as to a 
material doubt as to the accuracy of the statements made in the remarks of Amendment B. The 
remaining applied references do not supply the deficiencies left fi-om the removal of Moctezuma. 
Therefore, it is requested that the rejections of claims 74 and 75 be withdrawn and the claims be 
immediately allowed. 

C. Claims 76-78 

The references do not disclose or suggest "a smart instrument being composed of a 
flexible material and having a plurality of light emitting diodes on a first side of the flexible 
material and a wireless transceiver coupled with the flexible material" recited in claim 76. 
Rather, Chader discloses a tracking device that has a rigid body (frame 24), wherein the frame is 



Page 7 of 8 



Appl.No. 10/677,874 

Amdt. C dated October 6, 2009 

Reply to O.A. of August 19, 2009 

in turn attached to what appears to be a flexible band. Similarly, Acker also discloses a cable tie 
(fastener 138) attached to what appears to be a rigid body 132 of the device 128. (It is noted that 
the reference in the Office action at page 6, paragraph 2, to "reference markers (96, col. 7, lines 
53-57)" and "conventional surgical adhesive tape (col.7, lines 57-64)" does not actually support 
the points set forth). This, however, is fundamentally different than the recited smart instrument 
recited in claim 76, which recites that the light emitting diodes are on the flexible material itself, 
not on a rigid frame that is simply attached to flexible material. Further, it would not be obvious 
to modify the trackers in either Chader or Acker to place the tracking points on a flexible 
substrate because such a modification would substantially alter the way Chader and Acker work, 
if at all. The remaining applied references do not overcome this deficiency in Chader and Acker. 
Therefore, the pending rejection of claim 76, and claims 77 and 78 dependent thereon, should be 
withdrawn. 
Conclusion 

All of the objections and rejections having been fiilly addressed herein, entry of the 
amendments and reconsideration and allowance of the foregoing claims are respectfully 
requested. 



The undersigned requests the courtesy of a formal telephonic interview with the examiner 



Request for Telephonic Interview 



iii order to discuss the amendments and remarks presented herein. 



Respectfully submitted, 



McCracken & Frank LLP 
311 S.Wacker, Suite 2500 
Chicago, IL 60606 
(312) 263-4700 



October 6, 2009 
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